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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 . 1 7(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 12/1 1/09 has been entered. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-11, 13-29 and 37-46 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

• With respect to claims 1 and 27 the phrase "providing a food product in a flowable state 
in which a flowability of the food product under an influence of gravity or a density of 
the food product is maintained consistently" is rejected as it is unclear if the food product 
is actually in a state which requires a "flowing property", such as melted chocolate, or if 
the food product is in a state which is capable of flowing, such as solid chocolate, and as 
such is capable of being "flowable" under the influence of processing step such as 
heating. 

• With respect to claims 1 and 27 the phrase "a flowability of the food product under an 
influence of gravity" is rejected as it is unclear if the food product is actually in a state 
which requires a "flowing property", such as melted chocolate, or if the food product is in 
a state which is capable of flowing, such as solid chocolate, and as such is capable of 
being "flowable" under the influence of processing step such as heating. 

• With respect to claims 1 and 27 the phrase "a density of the food product is maintained 
consistently" is rejected as it is unclear if the entire food product has one density, i.e. 
completely melted chocolate or solid chocolate , if "a density" of the food product is with 
respect to a partially flowable state, i.e. a top layer melted layer, actually "flowing 
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property", such as melted chocolate, or if the food product is in a state which is capable 
of flowing, such as solid chocolate, and as such is capable of being "flowable" under the 
influence of processing step such as heating. 

• Claim 6 is rejected due to the phrase "the food product has a viscosity of 50,000 cps. or 
less" since it is unclear if the food product of dependent claim 6 which depends from 
Independent claim 1 is with respect to food product in the flowable state prior to ejecting 
the jettable media, or with respect to the food product after "reducing diffusion of the 
jettable media in the food product". 

• Claim 7 is rejected due to the phrase "the food product has a viscosity of 50 cps. to 100 
cps." since it is unclear if the food product of dependent claim 7 which depends from 
Independent claim 1 is with respect to food product in the flowable state prior to ejecting 
the jettable media, or with respect to the food product after "reducing diffusion of the 
jettable media in the food product". 

• The phrase "at room temperature" in claims 14 and 17 is rejected, as it is a relative term, 
which renders the claim indefinite. The term "at room temperature" is not defined by the 
claim, the specification does not provide a standard for ascertaining the requisite degree, 
and one of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. It is unclear as to what is encompassed by the phrase "at room temperature"; it 
is unclear as to what degree of difference is encompassed by this phrase, since a walk-in 
freezer would have one room temperature which is different from the room temperature 
of a heated environment. 

• Claim 27 is rejected due to the phrase "moving this clause may make sense in that it 
relates to the diffusion I think" since it is narrative in form and since the claim(s) must be 
in one sentence form only and thus it is unclear if the phrase further limits the claim. 

• The phrase "flash freezer" in claim 3 is rejected, since it is unclear what would constitute 
a "flash freezer" i.e. with respect to a specific type of freezing such cryogenic, or if the 
phrase is with respect to a desired amount of time the freezing takes place in. Thus the 
phrase "flash freezer" is further rejected since the phrase is a relative term, which renders 
the claim indefinite. The term "flash freezer" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one of 
ordinary skill in the art would not be reasonably apprised of the scope of the invention. It 
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is unclear as to what is encompassed by the phrase "flash freezer"; it is unclear as to what 
degree of difference is encompassed by this phrase, if not a "flash freezer". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections 
set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

• Claims 1-11, 13-29 and 37-46 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Shastry et al. (WO 2004/003089) in view of Soehnlen et al. (6355290). 

Shastry et al. teaches providing a food product in a flowable state and in which 
the flowability of the food product under the influence of gravity, or a density of the food 
product, is maintained consistently (par. 0019, par. 0056). It is noted with respect to the 
phrase a "food product in a flowable state" that Shastry et al. is taken to positively teach 
such since Shastry et al. teaches "puddings" and "creams", since both the flowability of 
the food product under the influence of gravity, and a density of the food product, is 
maintained consistently. It is further noted that Shastry et al. not only teaches "almost 
any edible surface to be printed" (par. 0056) but further teaches ice cream which is taken 
to positively teach the "food product in a flowable state" since ice cream melts at 
temperatures of greater than 32F and thus ice cream is taken to be "flowable". 

Shastry et al. further teaches providing an inkjet printer (par. 0017) capable of 
ejecting a series of drops for deposition on a substrate in a predetermined pattern (par. 
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0017) and ejecting the jettable media on a surface of the food product while the food 
product is in a flowable state (par. 0017, par. 0019), "reducing diffusion of the jettable 
media in the food product" since Shastry et al. teach ink which solidifies upon contact 
with the food substrate, in addition to teaching that the image is at a resolution of 50 dpi 
or more (par. 0054). In addition, Shastry et al. teach that the media has a viscosity which 
is greater than a viscosity of the food product at a temperature of the food product during 
application (par. 003 1), heating the media to a temperature of about 63C to about 180C 
(par. 0041) such that the media has a viscosity of 5-20 cps. when ejected (par. 0041) that 
the media has a water soluble carrier (par. 0033) and more specifically that the media 
comprises an alcohol, acid, water or combinations thereof (par. 0033). Shastry et al. 
further teach that the media comprises predominantly a fat or a wax which is solid at 
room temperature (par. 0030), that the media is insoluble in the food product (par. 0031), 
that the media comprises a visible dye additive (par. 0023), a flavor additive (par. 0038), 
and that the food product comprises a dairy product such as ice cream (par. 0019). 

However Shastry et al. is silent with respect to teaching that the food product has 
a viscosity of 50,000 cps. or less or more specifically 50-1 10 cps. prior to decreasing the 
gravity flowability, a temperature of 40F to 1 20F the media has a drop volume of 200pL 
or 120pL or less, that the media has a viscosity of about 70-100 cps. at room temperature, 
or that the food product is in the temperature range of about 40 to 120F while ejecting the 
media, or that the food product is a coffee drink including a dairy product. 

It is initially noted that although Shastry et al do not teach a specific drop volume 
of 200pL or 120pL or less or that the media has a viscosity of about 70-100 cps. at room 
temperature, Shastry et al. does teach the use of a drop on demand ink jet printer for 
producing images on edible substrates where the resolution of the image should be 
greater than 50 dpi. up to 300 dpi., (par. 0054) in addition to the use of fats and waxes for 
the purpose of achieving the image qualities on flowable edibles by phase change jettable 
media. Therefore, since the referenced printing means and resolution meet those of the 
instant claims, and since Shastry et al. teach a phase changing jettable media which 
solidifies on the flowable food for achieving the desired image resolution and due to the 
fact that resolution is a direct result of drop size, and further since Shastry et al. 
specifically teaches providing optimal media characteristics such as surface tension so 
that the media will not run or bleed with respect to the flowable surface (par. 0049), it 
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would have been obvious to one of ordinary skill in the art at the time of the invention by 
the applicant to teach a specific drop volume of 200pL or 120pL or less or that the media 
has a viscosity of about 70-100 cps. at room temperature since these are properties which 
affect the desired image resolution, which is positively taught by Shastry et al. and thus 
one of ordinary skill in the art would not expect the instant claims to perform differently 
than the prior art method, thus the claimed method is not patentably distinct from the 
prior art method (See MPEP 2144.04 IV A). 

It would have further been obvious to one of ordinary skill in the art at the time 
of the invention by the applicant to adjust the specific working parameters with respect to 
the media and the specific edible such as a food product which has a viscosity of 50,000 
cps. or less or more specifically 50-1 10 cps. prior to decreasing the gravity flowability, 
for the puqiose of not only producing a high resolution image on an edible substrate of 
the consumer's choice as is taught by Shastry et al., but to further provide a method of 
printing which is capable of not only printing on viscous substrates which are flowable 
but further on relatively minimally viscous substrates which are flowable since the 
provision of providing an image on almost any edible substrate, as is taught by Shastry et 
al. (par. 0055) is a desirable feature, which would further enhance the edibles overall 
appearance thereby further increasing sales. 

In addition although Shastry et al. is silent with respect to all of the processing 
variables desired with respect to the edible substrate and the ink rheology, Shastry et al. 
does positively teach a method of printing which is capable of not only printing on 
viscous substrates which are flowable but further on relatively minimally viscous 
substrates which are flowable and thus "Where the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation," (see MPEP 2144.05 IIA), as the normal desire of scientists 
or artisans to improve upon what is already generally known provides the motivation to 
determine where in a disclosed set of percentage ranges is the optimum combination of 
percentages" (see MPEP 2144.05 IIA) for optimizing and achieving the desired 
resolution, with respect to a specific food item at a specific desired consistency as is 
taught by Shastry et al. (pg. 20). 

Further since Shastry et al. teach ink jet printing for the purpose of not only 
producing a high resolution image on an edible substrate of the consumer's choic, but to 
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further provide a method of printing which is capable of not only printing on viscous 
substrates which are flowable but further on relatively minimally viscous substrates 
which are flowable it would have further been obvious to one of ordinary skill in the art 
at the time of the invention by the applicant to teach that the flowable product is a coffee 
drink including a dairy product since the provision of providing an image on almost any 
edible substrate, as is taught by Shastry et al. (par. 0055) is a desirable feature, which 
would further enhance the edibles overall appearance thereby further increasing sales. 

Shastry et al. is further silent with respect the post-processing steps such as 
reducing diffusion of the jettable media such that the media on the food has a lateral 
image bleed of about 10% or less after 30 minutes, cooling the food product, enclosing 
the food product in a container after ejecting the media, or prior to reducing diffusion of 
the jettable media, transporting the food product in the container to a post-processing 
station to reduce diffusion of the media in the product which is a flash freezer or that the 
food product comprises a coffee drink including a dairy product. 

Soehnlen et al. teach an ice cream manufacturing and packaging process 
(abstract). More specifically Soehnlen et al. teach the commercial making of ice cream 
starts with conventionally, liquid ingredients, including dairy products, placed in a mix 
tank 10 and blended (col. 1 1 lines 3 1-40). The blended liquids are conveyed to a cooler 
12 where mixing continues and the mixed ingredients are chilled. The chilled mixed 
ingredients become more viscous and take on the consistency of soft ice cream. This 
material is conveyed by a pump 14 through an ingredient feed 16 to a package filler 18. 
Two elements come together at the package filler 18. These elements are: the soft ice 
cream product and the package (col. 12 lines 12-14). Soehnlen et al. continue by 
transporting the food product in the container to a post-processing station to reduce 
diffusion of the media in the product which is a flash freeze (col. 14 lines 18-28) and 
enclosing the food product in a container (col. 12 lines 25-29). 

Therefore although Shastry et al. is silent with respect to enclosing the food 
product in a container after ejecting the media, or prior to reducing diffusion of the 
jettable media, or transporting the food product in the container to a post-processing 
station to reduce diffusion of the media in the product which is a flash freezer, Shastry et 
al. does teach printing of consumer products such as pudding, creams and ice cream (par. 
00 1 7) with ink which solidifies upon contact and thus one of ordinary skill in the art 
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would have been motivated to combine the teachings and taught packaging steps with 
respect to the consumer products as taught by Shastry et al. and further to have taught 
transporting the food product in the container to a post-processing station to reduce 
diffusion of the media in the product which is a flash freezer in order to contain the edible 
substrate in a container after the application of the image for shipping and/or transporting 
purposes and further to protect the edible substrate from the environment since in the 
instance of ice cream the image will "run" or "bleed" as the ice cream melts and the 
viscosity thereof increases. 

Therefore it would have been obvious to one of ordinary skill in the art at the 
time of the invention by the applicant to have provided a container prior to or after 
printing for protecting the edible substrate after the image has been applied for packaging 
purposes. 

In addition, since the degree that an image bleeds is dependant upon different 
factors, such as the surface characteristics of the substrate and the media used as is taught 
by Shastry et al. as well as the ink composition, and since both teach ice cream, although 
Shastry et al. is silent with respect to providing a container prior to or after printing for 
protecting the edible substrate after the image is applied, that the food product is at a 
temperature of 40F to 1 20F, or freezing the product such that the media on the food has a 
lateral image bleed of about 10% or less after 30 minutes, since it is proper to take into 
account not only specific teachings of the reference but also the inferences which one 
skilled in the art would reasonably be expected to draw therefrom," (see MPEP 2144.) 
and since Shastry et al. teach ice cream as the flowable product where if not kept at 32F 
ice cream will melt and is a flowable product, where flash freezing as taught by Soehnlen 
et al. would further provide the advantage of solidifying the edible thereby maintaining 
the resolution of the image since the melting of ice cream would cause the ink to "run" or 
"bleed". Thus it would have been obvious to one of ordinary skill in the art at the time of 
the invention by the applicant to teach "reducing diffusion" of the media with respect to 
the ice cream as taught by Shastry et la. by freezing thus not only preventing the media 
from "running" or "bleeding" but further since keeping the ice cream from melting flows 
logically thus yielding predictable results to one of ordinary skill in the art at the time of 
the invention in order to ensure that the desired image resolution is achieved as is desired 
by Shastry et al. with respect to an unspecified flowable food item. 
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Response to Arguments 

With respect to applicants argument that providing "a food product in a flowable state in which a 
flowability of the food product under an influence of gravity or a density of the food product is 
maintained consistently" in not indefinite since applicant urges that "in a flowable state" means flowing, 
applicant is initially urged to pg. 9 of the response of 12/1 1/09 which states that "the food product could 
be in a state that is capable of flowing" and still meet the limitation, thus it remains unclear if the food 
product is actually in a state which requires a "flowing property", such as melted chocolate or ice cream 
not at freezing, or if the food product is in a state which is capable of flowing, such as solid chocolate or 
frozen ice cream, and as such is capable of being "flowable" under the influence of processing step such 
as heating. 

With respect to applicants urgings that "a density of the food product is maintained consistently" 
is not indefinite since applicant intends that "the food product could be in a state that is capable of 
flowing" and still meet the limitation as is stated on pg. 9 of the response of 12/1 1/09 it remains remains 
unclear if the entire food product has one density, i.e. completely melted chocolate or solid chocolate , if 
"a density" of the food product is with respect to a partially flowable state, i.e. a top layer melted layer, 
actually "flowing property", such as melted chocolate, or if the food product is in a state which is capable 
of flowing, such as solid chocolate, and as such is capable of being "flowable" under the influence of 
processing step such as heating since it remains unclear if the food product is actually in a "flowing" 
state. 

With respect to the phrase "at room temperature" which is rejected as a relative term, which 
renders the claim indefinite. It is unclear as to what degree of difference is encompassed by this phrase, 
since a walk- in freezer would have one room temperature which is different from the room temperature of 
a heated environment. With respect to applicant's wikipedia definition of "room temperature" it is noted 
that the definition is specific to a range for humans, where the instant claims are not specific to common 
human room temperatures. In addition the definition states "though climate may acclimatize people to 
higher or lower temperatures" thus further expanding the undefined temperature range. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Steven Leff whose telephone number is (571) 272-6527. The examiner can normally be 
reached on Mon-Fri 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Rena 
Dye can be reached at (571) 272-3 186. The fax phone number for the organization where this application 
or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 

/Drew E Becker/ 

Primary Examiner, Art Unit 1 794 

/Steven Leff/ 
Examiner, Art Unit 1794 



